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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 35 U.S.C. 
102(e)). 

2. Claims 1-6, 14-19, 22, and 23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U. S. Pat. No. 6,704,287 issued to Moharram. 

Regarding claims 1 and 14, Moharram discloses a method for loop back 
testing in a web tone network that includes network elements coupled via 
communication links, where at least some of the network elements converts one 
network protocol to another network protocol (see fig. 2, TDM/ ATM carrier 
gateway 28 and protocol conversion at step 106, and col. 10, lines 53-54), 
comprising: 
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• Transmitting (claim 1) and means for transmitting (claim 14) a loop back test 
message (see fig. 2, initial TCP and TLOG at step 100 from the SMS 
workstation 56, and col. 10, lines 30-33) from a first network element (switch 
44) of the plurality of network elements (switch 44, carrier gateway 28, IP 
gateway 30, and ISP 62), wherein the loop back message is directed to 
traverse a plurality of network elements (the path from switch 44 towards ISP 
62, and see col 10, line 27 to col 11, line 36) and return to the first network 
element (the reverse path from ISP 62 to switch 44); 

wherein each network element that receives the loop back test message: 

• Adds a network identifier to the loop back test message to indicate that the 
each network element received the loop back test message (each switch or 
gateway adds an TLOG entry into the message; each TLOG contains a point 
code for identifying the network element; see fig. 2, steps 102 and 108); and 

• Adds a protocol attribute to the loop back test message (a selector data 
indicator attribute the traveling log; see col. 15, lines 44-46), wherein the 
protocol attribute represents a function performed by the each network 
element (means for posting information into the traveling log; also see col. 15, 
lines 44-46). 

Regarding claims 2, 3, 15, and 16, in addition to disclose the limitations 
discussed earlier in claims 1 and 14, Moharram further discloses the method 
comprising the first network element receiving (claims 2 and 3) and means for 
receiving (claims 15 and 16) the loop back test message and verifying that for the 
each network element that received the loop back test message, the protocol 
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attribute (claims 2 and 15) and the identifier (claims 3 and 16) in the loop back 
test message matches an expected protocol attribute and an expected network 
identifier (the originating network element is responsible for maintaining, 
reporting, and classifying the traveling log; see col. 7, lines 27-32). 

Regarding claims 4, 5, 17, and 18, in addition to disclose the limitations 
discussed earlier in claims 1 and 14, Moharram further discloses one network 
protocol (claims 4 and 17) and the other network protocol (claims 5 and 18) is one 
of an Internet protocol (see fig. 2, IP carrier network 70), a time-division 
multiplex protocol (switch 44), an asynchronous transfer protocol (carrier network 
24 which can be ATM, IP, or Sonet; see col. 10, and lines 60-62), a packet 
protocol (IP carrier network 70), a digital telephony protocol (switch 44) and an 
analog telephony protocol (switch 44). 

Regarding claims 6 and 19, in addition to disclose the limitations 
discussed earlier in claims 1 and 14, Moharram further discloses the protocol 
attribute is one of a bit pattern, a tone, and a function (a selector data indicator; 
see col. 15, lines 44-46). 

Regarding claims 22 and 23, in addition to disclose the limitations 
discussed earlier in claims 15 and 16, it is commonly known that switch 44, 
carrier gateway 28, and IP gateway 30 contain numerous processors handling 
message transmission and reception, and loop back handling (means for 
transmitting and means for receiving include a processor). See fig. 2. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived ' 
by the manner in which the invention was made. 

4. Claims 7-10 and 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U. S. Pat. No. 6,704,287 issued to Moharram in view of U. S. Pat. No. 
5,563,875 issued to Hefel et al (hereinafter Hefel). 

Regarding claims 7, 8, 20, and 21, although Moharram discloses the 
limitations in claims 2, 3, 15, and 16 discussed earlier, he does not disclose the 
method further comprising the step of monitoring (claims 7 and 8) and means for 
monitoring (claims 20 and 21) a time from the step of transmitting the loop back 
test message from the first network element to the step of receiving the loop back 
test message at the first network element. 

Hefel discloses a method of sending wrap around test messages 44, 45, and 46 
initiated at an originating node 40. Each message contains a time stamp 
representing the precise time the message is launched from the node 40. The node 
40 monitors the returning of the messages. See fig. 2, reference data 23 which 
contains a timestamp, j and col. 5, lines 52-60, and col. 5, line 66 to col. 6, line 5. 
Therefore, it would have been obvious to those having ordinary skill in the art, at 
the time of invention, to have a protocol attribute and a network identifier in the 
loop back test message, and monitor the loop back time between sending and 
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receiving the message for a key reason. Having a protocol attribute and a network 
identifier in the loop back test message, the first network element can easily 
identify and monitor the response time of a entire path from itself to any particular 
destination node as taught by Hefel. See col. 1, lines 25-31, and fig. 4, the path 
from node 40 to 41 , or the path from node 40 to node 42. 

Regarding claim 9, in addition to disclose the limitations in claim 1 
discussed earlier, Hefel further discloses the loop back test message specifies a 
path to traverse from the first network element back to first network element (see 
fig. 2, routing information vector 22 for routing the message from source to 
destination, and col. 2, lines 51-53). 

Regarding claim 10, in addition to disclose the limitations in claim 1 
discussed earlier, Hefel further discloses the loop back test message does not 
specify a path to traverse from the first network element back to first network 
element. See col. 1, lines 12-22. 
5. Claims 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over U. S. 
Pat. No. 6,704,287 issued to Moharram in view of U. S. Pat. No. 6,466,548 issued 
to Fitzgerald. 

Regarding claim 11, although Moharram discloses the limitations in claim 
1 discussed earlier, he does not disclose in response to receiving the loop back 
message, at least one network element that converts from a first network protocol 
to a second network protocol: 

• Sends a first message to the first network element, wherein the first message 
corresponds to the first network protocol and is not converted to the second 
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network protocol by the at least one network element that converts from the 
first network protocol to the second network protocol. 

• Sends a second message to the first network element, wherein the second 
message corresponds to the first network protocol and is converted to the 
second network protocol and then back to the first network protocol by the at 
least one network element that converts from the first network protocol to the 
second network protocol. 

Fitzgerald discloses a multilevel loop back method for hop-by-hop quality of 
service measurement having a EP packet router 56, DSP subsystem 58, and PSTN 
network interface 60 inside a VoIP gateway 30 (see fig. 5, and col. 5, lines 45- 
56): 

• An uncompressed loop back message 64 coming into the DSP 58 from the 
PSTN interface 60 is turned around and sent back out PSTN 62. See fig. 5, 
and col. 6, lines 23-26. 

• A RTP session stream 68 coming from the PSTN 62 is turned and sent back 
out PSTN 62 by the IP router 56. See fig. 5, and col. 6, lines 39-45. 

Therefore, it would have been obvious to those having ordinary skill in the art, at 
the time of invention, to develop a loop back testing method in a hybrid network 
including a plurality of network elements, where at least some of the network 
elements does protocol conversion, each network element adds a network 
identifier and a protocol attribute to the loop back test message, at least one 
network element returns the loop back test message without protocol conversion 
and returns another loop back test message with protocol conversion, for a key 
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reason. By returning the loop back messages before and after protocol conversion, 
different levels of hardware and software within the gateway or network element 
can be tested as taught by Fitzgerald. See col. 6, lines 12-13. 

6. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over U. 
S. Pat. No. 6,704,287 issued to Moharram in view of U. S. Pat. No. 6,466,548 
issued to Fitzgerald in further view of U. S. Pat. No. 5,563,875 issued to Hefel et 
al (hereinafter Hefel). 

Regarding claim 12, although Moharram and Fitzgerald disclose the 
limitations in claim 1 1 discussed earlier, they do not disclose he first message and 
the second message each include a time identifier. 

However, Hefel discloses a method of sending wrap around test messages 44, 45, 
and 46 initiated at an originating node 40. Each message contains a time stamp 
representing the precise time the message is launched from the node 40. See fig. 
2, reference data 23 that contains a timestamp, and col. 5, lines 56-57. 
Therefore, it would have been obvious to those having ordinary skill in the art, at 
the time of invention, to develop a loop back testing method in a hybrid network 
including a plurality of network elements, where at least some of the network 
elements does protocol conversion, each network element adds a network 
identifier and a protocol attribute to the loop back test message, at least one 
network element returns the loop back test message without protocol conversion 
and returns another loop back test message with protocol conversion, and the first 
and second messages each includes a time identifier, for a key reason. Having a 
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time identifier in the loop back test message, the first network element can easily 
monitor the response time of a entire path from itself to any particular destination 
node as taught by Hefel. See col. 1 , lines 25-3 1 . 

Regarding claim 13, in addition to disclose the limitations in claim 1 1 
discussed earlier, Hefel further discloses the originating node 40 compares the 
first and the second messages received for calculating transmit time and wrap 
around time. See col. 6, lines 12-20. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Daniel K. Lam whose telephone 
number is (703) 305-8605, The examiner can normally be reached on 
Monday-Friday from 8:30 AM to 4:30 PM. 

If attempt to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Chi Pham can be reached on (703) 305-4378. The 
fax phone number for this Group is (703) 872-93 1 4. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the Group receptionist 
whose telephone number is (703) 305-4700. 

Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status Information for unpublished applications is 



Application/Control Number: 09/844,228 



Page 10 



Art Unit: 2667 

available through Private' PAIR only. For more information about the PAIR 
system, see htt p :// pair-direct.uspto . go v . Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 
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